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(i) Real Pftrty In Interest vuzvam hahhedi 

The real party in interest herein is Michael Andrew Miner. ei FC:2402 
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255.88 OP 



(ii) Related Appeals And foterferencgs 
None. 
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(iii) Status of Claims 
Claim 1: cancelled. 
Claim 2: cancelled. 
Claim 3: cancelled. 
Claim 4: cancelled. 

Claim 5: previously presented. 
Claim 6: cancelled 
Claim 7: cancelled. 
Claim 8: cancelled. 
Claim 9: cancelled. 

(iv) Status Of Amendments 

Appellant filed a Rule 116 Amendment After Final on 07 July 2008. In an Advisory Action 
dated 08/07/2008 it was stated that the Rule 116 amendment failed to place the application in 
condition for allowance. In that Advisory Action Applicant's alternate request under Rule 
116 for entry of the amendments to place the application in better form for consideration on 
appeal was not immediately acted on by the Examiner. Subsequently, following a telephonic 
inquiry from Appellant's attorney, the amendments were entered in a supplemental 
advisory action. Those Rule 116 amendments consisted of: 

1) an attachment to the amendment consisting of a replacement drawing sheet for Fig. 1. 
That replacement drawing added a box labeled 58 with an arrow leading from control 
system box 32. Box 58 and its arrow represent the steps in claim 5 of enabling the control 
system to access data and displaying the data on a website. This obviated the objection 
under 37 CFR 1.83(a) as to the drawing not showing the claimed step of "displaying data 
on a website/' 

2) amendment of specification pg. 5 starting at line 6 to add a reference to the step 58 in 
which the control system accesses data and display the data on a website. This made the 
specification correspond to the above mentioned drawing amendment. 

3) amendment of dependent claim 5 to make it an independent claim by incorporating all 
of the limitations of its now-cancelled parent claim 1. All other claims 2-4 and 6-9 also were 
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cancelled. 

(v) gun>n>ary Of Claimed Subjefl Matter 
The steps/ functions of claim 5 comprise: 

1) applying an identification code to the wrap 

This step is explained in the specification at pg. 3, lines 5-7 in the sentence beginning " A label 
24 is sewn ...to the inside of hem 16" and the sentence beginning "[t]he label is marked with 
an identifying code ..." Each wrap is marked with a specific identification or I. D. code (spec 
pg. 4, lines 6-7), and "[t]he code is related to individual wraps, or a related group of wraps, so 
that each gift transfer can be recorded by the users (spec pg. 3, lines 16-17). Drawing Fig. 2 
shows as an example code A12345 marked on the label 24. 

2) giving the wrap to a first user 

This step is explained in the specification at pg. 4, lines 7-8 in the sentence as: "[t]he wrap 
is then sold or otherwise transferred by the originator to a customer at step 28." Drawing 
Fig. 1 explains this transfer starting with the wrap described in Box 26 and arrow pointing to 
the box 28 labeled "Customer." 

This step's "first user" term was in original parent claim 1 (original spec. pg. 9, claim 1, 
line 5). Such a first user of the wrap is alternatively described in the specification as a 
"customer" in the sentence and also in box 28: "[t]he wrap is then sold or otherwise 
transferred by the originator to a customer at step 28" (spec, pg 4, lines 7-8 /drawing Fig. 1, 
box 28) 

3) inputting into a control system a first input of information received from the first 
user who has transferred the wrap containing one gift to a second user, the first input of 
information comprising the identification code together with first data provided by the 
first user 

The "second user" term was also in original parent claim 1 (spec. pg. 9, claim 1, line 6). 
Such a second user of the wrap is alternatively described in the specification as a "first 
recipient" in the sentence: "[n]ext at step 34 the customer places a desired gift (first gift in the 
method) within the wrap, and then mails or hands it to the intended person (first recipient in 
the method at step 36 (spec pg. 5, lines 1-3/ drawing Fig. 1, box 36). 
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The "data" word in this step is explained in the specification as comprising any or all of: 1) 
the name, etc of the person or group sending the gift, 2) the name, etc of the person or 
group receiving the gift, 3) the gift occasion [e.g. birthday]; 4) the date of the gift giving 
occasion; 5) gift description; 6) location of the gift giver; 7) location of the gift receiver; 8) a 
profile of the gift giver; 9 ) a profile of the gift receiver and 10) a desired goal entered by the 
initial user (spec, pg 3, lines 20-28). 

The manner of carrying out this step is explained in the specification at pg. 4, lines 9-11 in 
these sentences: "[f]ollowing those instructions the customer, as well subsequent recipients, 
input (at step 30) the wrap code and the recipients data, as described above, into the 
originator's website"; the sentence at pg. 4, lines 12-13 "[t]hat website transfers the input into 
a central control system (step 32)"; and the sentence at pg. 5, lines 1-3 "[n]ext at step 34 the 
customer places a desired gift (first gift in the method) within the wrap, and then mails or 
hands it to the intended person (first recipient in the method) at step 36." Drawing Fig. 1 
explains the customer input of the code and data at box 30 from which an arrow points to 
box 32 that represents the central control system. 

4) inputting into the control system a second input of information from the second user 
to which the wrap and the one gift have been transferred, the second input information 
comprising the identification code together with second data provided by the second user 

This step's function is explained in the specification's following sentences: "[a]t step 40 the 
first recipient places a gift (second gift in the method) into the same wrap and mails or hands 
it to the intended person (second recipient in the method) at step 42. The second recipient 
then inputs at step 44 the wraps' code into the website along with the recipient's data" (spec, 
pg. 5, lines 10-13). This step's phrase "second data provided by the second user" is explained 
by the term second recipient being equivalent to the term second user and the word data 
being explained at pg. 3, lines 20-28. Drawing Fig. 1 shows the box 40 representing the 40, 
box 42 representing step 42, and box 44 representing step 44 as described at pg. 5, lines 10-13. 

5) employing the control system to access the first and second inputs of information 

This step is explained in the specification at pg. 4, lines 13-15 in the sentence beginning "The 
central control system ... is suitably programed to process the incoming data and wrap codes 
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... ." Drawing Fig. 1 explains the central control system represented by box 32 which 
receives the first information input represented by the arrow from customer input box 30 
and the second information input represented by the arrow from box 38. 

6. displaying the first and second data on a website 

This step is explained in the specification at pg. 5, lines 21-23 in the sentence ending "...the 
control system then processes the request and interactively transmits the associated data 
back for display on the website where it is displayed to the user." Drawing Fig. 1 
(replacement sheet) represents such data display in box 58. 

7. receiving an other input comprising third data from a third user to whom the wrap and 
an other gift have been sent 

This step is explained in the specification at pg. 5, lines 10-12 in the sentence: "[a]t step 40 the 
first recipient similarly places a gift (second gift in the method) into the same wrap and mails 
or hands it to the intended person (second recipient in the method at step 42" and in the 
sentence at pg 5, lines 12-13: "[t]he second recipient then inputs at step 44 the wraps' code 
into the website along with that recipient's data." The third user in drawing Fig. 1 is 
represented by box 42 labeled"Second Recipient," while the step of receiving third data input 
from the third user is represented by box 44 and the arrow into control system box 32. 

8. and displaying the third data on the website 

This step is explained in the specification at pg. 5, lines 21-23 in the sentence ending "...the 
control system then processes the request and interactively transmits the associated data 
back for display on the website where it is displayed to the user." Drawing Fig. 1 
(replacement sheet) box 58 represents such data display. 

(vi) Grounds Of Rejection To Be Reviewed 

1) Final Office Action rejection under 35 USC §112 of claim 5 as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which Appellant regards as the 
invention. 

2) Final Office Action rejection of claim 5 under 35 USC 102(a) as anticipated by Boucher et. 
al. US Patent No. 6,976,007 
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(vii) Argument 

1) 35 USC §112 Rejection 

In the Final Office Action claims 1-9 were rejected under 35 USC §112, second paragraph, for 
failing to particularly point out and distinctly claim the subject matter of the invention. In 
that Action it was contended that the recited limitation in claim 1 of "giving the wrap to a 
first user" as phrased was viewed to be vague because it was unclear as to who is "giving" 
or how "giving" is carried out. Claim 5 under consideration has the same limitation in that it 
has been rewritten to incorporate all of the limitation of its parent claim 1. Also, as noted 
above in part (v)(2), the specification uses the term "first customer" in the stead of "first 
user" in claim 5. 

A method claim such as the present claim 5 need not be specific as to "who" is giving the 
wrap nor "how"it is given unless the application disclosure indicates that the "who" or the 
"how" are critical to the claimed step. There is no such criticality in Appellant's application 
disclosure as to the "giving the wrap to a first user" step. 

Not only is there no such criticality disclosed, but indeed to the contrary the specification 
broadly discloses that the originator (of the wrap and who/ which would give the wrap to a 
first user /customer) "... could be the wrap manufacturer, mail order business, dealer or 
retailer shop ..." (spec pg. 4, lines 5-6) [emphasis added]. The disclosure's use of the term 
"could be" is clearly suggestive of an all encompassing scope, that is, it suggests that even 
other types of originators could be among those doing the giving. 

Similarly, the "how" term is also broadly stated in the application disclosure. It states that 
"(t)he wrap is then sold or otherwise transferred by the originator to a customer at step 28" 
(spec pg. 4, lines 7-8) [emphasis added]. The "otherwise transferred" term is also clearly 
suggestive of an all encompassing scope for employing other suitable means to transfer the 
wrap. 

Evidence showing conventional use of action words such as "giving" are found in many 
method claim patents without their being any identification of who or how the action is 
being made or done. Among such evidence is the Bouchard patent cited in the Section 102 
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rejection in this case. Bouchard's parent method claim 8 has steps that use the following 
action terms: 

• "generating a tracking number ..." (col. 9, line 33) 

• "generating a tracking request ..." (col. 9, line 336) 

• "storing the tracking request ..." (col. 9, line 41) 

• "generating tracking objects ..." (col. 9, line 41) 

• "receiving results from the tracking ..." (col. 9, line 43) 

• "updating shipping serve data ..." (col. 10, line 1) 

• "limiting the generation of tracking objects ..." (col. 10, line 4) 

In none of the forgoing claims were there any limitations as to who or what was doing the 
action. 

The same is true for the method claim patent /application disclosure citations involved in the 
10/03/2007 first Office Action in which similar action words were used without there being 
any limitations as to who or what was doing the action. These patent claim examples 
include: 

Dutte US 6,433,732 

• "providing a container ..." (col. 6, line 62) 

• "placing said locator device..." (col. 6, line 65) 

• "placing a call ..." (col. 7, line 1) 

Rudolph Application Publication US 2006/0119471 

• "placing an RFID tag ..." (pg. 3, Claim 9, line 4) 

• "storing in said RFID tag ..." (pg. 3, Claim 9, line 7) 

• "interrogating said RFID tag ..." (pg. 3, Claim 9, line 9) 
Rogan Application Publication US 2001 /0056372 

• "providing a plurality of packages ..." (pg. 5, Claim 1, line 3) 

• "establishing a package identification ..." (pg. 5, Claim 1, line 6) 

• "storing the package identification ..." (pg. 5, Claim 1, line 11) 

For the foregoing reasons, Appellant submits that the disputed limitation does not make 
method claim 5 vague within the meaning of §112, second paragraph. 
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1)35 USC §102 Rejection 

Claim 5 was rejected under 35 USC 102(a) as anticipated by Boucher et. al. US Patent No. 
6,976,007 (''Boucher" herein) 

It is well settled that the standard for anticipation under §102 is that of strict identity in that it 
must be shown that a single prior art source teaches all of the essential elements of the claim 
in question. Hyfrritech, ft^ V- MpnoclQfral Antifrpdies, foe , 802 F.2d 1367, 231 USPQ 81, 90 
(Fed. Cir. 1986). It is submitted that the Boucher disclosure does not teach all of the features 
of claim 5. 

Boucher teaches a tracking system and method that tracks the location of a package while it 
in transit from the sender to a single recipient. The system /method employs a particular 
carrier and is directed toward the sender accessing and using the carrier's tracking website. 
Here the Office Action assumes that, in Appellant's method, Boucher's packaging is 
equivalent to the wrap and that the contents of Bouchard's packaging are equivalent to the 
gift. 

In the Final Office Action the Examiner, in rejecting claim 5, referred to the patent's Fig. 1 and 
specification, column 4, lines 40-47, as supporting the assertion that Boucher's method 
receives an other input comprising third data from a third user to whom the wrap and an 
other gift have been sent. That assertion is incorrect. Boucher's Fig. 1 does show a plurality 
users accessing the carrier's website. Those are identified in the figure as USER A, USER B 
and USER M, all in separate boxes with each having the same reference 26. These boxes are 
shown coupled by lines with box 30 which is labeled Local Area Network (Intranet). 

Bouchard explains that these box 26 users (senders) each interact with the carrier's server by 
means of the internet. (Col. 2, lines 41-43) Boucher further explains that the plurality of users 
are interconnected by the local area network 30 and that the system also allows other users 
to access the shipping system(Col. 2, lines 44-47). The system employ creating "tacking 
objects" are designated by a tracking coordinator "for each carrier" (Col. 3, lines 38-40) Thus 
there is one carrier for each package from each user. However, none of the other users are 
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involved in receiving any particular user's package and gift, then using that same package 
with an other gift which is then sent to another user in a chain-like sequence. Thus the 
information and data which these various users input into Boucher's system are used only in 
connection with the packages /contents which they are shipping. There is no input of 
information from any one user into the system which can be correlated with the input of 
another user, as in Appellant's claim 5. 

Boucher thus discloses only a conventional shipping and tracking system and method where 
each user has or is given its own package which the carrier ships independently to the 
various destinations that are designated by the users. To that end the system and method 
are similar to that provided by well-know carriers such as UPS, FedEx or USPS. 

The specific features of Appellant's claim 5 the Boucher does not disclose are: 

• the step of "receiving an other input comprising third data from a third user to whom 
the wrap and an other g ift have been sent" (claim 5, lines 11-13) [emphasis added]. Boucher 
does not disclose inputting data from a third user regarding the same wrap that was 
previously sent by another user (second user in the claim) and which wrap contains other 
contents (other gift in the claim); 

• the step of displaying the third data on the website. As Boucher does not disclose 
receiving third data a explained above, there is not disclosure by Boucher of displaying such 
data on Boucher's website. 

Accordingly, claim 5 is not anticipated by Boucher under 35 USC 102(a), and the granting of 
this appeal is solicited. 



Respectfully submitted, 



Date: Mon, Sep 8, 2008 




Richard E. Backus, Reg. 22,701 
Attorney for Appellant 



Richard E. Backus Law Offices 
2782 Pillsbury Way 
Wellington, Fl 33414 
Tel: 561-333-6591 
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(viii) Claims Appendix 

5. A business method for sending a gift within a wrap, the method comprising the steps of 
applying an identification code to the wrap, giving the wrap to a first user, inputting into a 
control system a first input of information received from the first user who has transferred 
the wrap containing one gift to a second user, the first input of information comprising the 
identification code together with first data provided by the first user, inputting into the 
control system a second input of information from the second user to which the wrap and 
the one gift have been transferred, the second input of information comprising the 
identification code together with second data provided by the second user, employing the 
control system to access the first and second inputs of information, displaying the first and 
second data on a website, receiving an other input comprising third data from a third user to 
whom the wrap and an other gift have been sent, enabling the control system to access the 
third data, and displaying the third data on the website. 
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(ix) Evidence Appendix 
Boucher etal. Patent US. 6,976,007 

(entered in record with final office action of April 7, 2008) 
Dutta Patent US 6,433,732 

(entered in record with office action of Oct. 3, 2007) 
Rudolph Application Publication US 2006/0119471 

(entered in record with office action of Oct. 3, 2007) 
Rogan Application Publication US 2001 /0056372 

(entered in record with office action of Oct. 3, 2007) 
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